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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claim 1,2, 4-15, 17, 18 and 20 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Ogawa, US Patent 6,603,506. 

Regarding claim 1, Ogawa discloses a digital camera (Figs. 1: 10 and 13: 10) 
comprising: a picture-taking mechanism (Fig. 1: 10a) to take pictures to generate image 
files (Col. 3, lines 40-53) corresponding to the pictures; and, a contact sheet generation 
mechanism (Fig. 1 : 10m) to generate one or more contact sheet files, each contact 
sheet file including a plurality of thumbnail images, each thumbnail image corresponding 
to one of the image files (Fig. 5, col. 3, lines 8-33; col. 4, line 54 - col. 5, line 29; col. 5, 
lines 58-63). 

Regarding claim 2, Ogawa discloses that the contact sheet generation 
mechanism dynamically generates the one or more contact sheet files as the pictures 
are taken by the picture-taking mechanism (Col. 7, lines 1-11). 
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Regarding claim 4, Ogawa discloses that the contact sheet generation 
mechanism generates the one or more contact sheet files upon user command (Col. 4, 
lines 54-67; col. 5, lines 1-28). 

Regarding claim 5, Ogawa discloses that the contact sheet generation 
mechanism generates the one or more contact sheet files when the image files are 
uploaded to another device (Col. 4, lines 54-67; col. 5, lines 1-28). 

Regarding claim 6, this claim covers several structures as alternatives. When a 
claim covers several structures or compositions, either generically or as alternatives, the 
claim is deemed anticipated if any of the structures or compositions within the scope of 
the claim is known in the prior art." Brown v. 3M, 265 F.3d 1349, 1351 , 60 USPQ2d 
1375, 1376 (Fed. Cir. 2001). 

Ogawa discloses that each contact sheet file includes for each thumbnail image 
of the plurality of thumbnail images a file name of the image file corresponding to the . 
thumbnail image (Col. 5, lines 1-13). 

Regarding claim 7, Ogawa discloses that the image files are generated according 
to a file format, and the one or more contact sheet files are generated according to the 
file format (Col. 1, lines 40-44; col. 5, lines 51-57; col. 7, lines 44-51; col. 8, lines 8, lines 
8-27). 

Regarding claim 8, Ogawa discloses an uploading mechanism to selectively 
upload at least some of the image files and at least some of the one or more contact 
sheet files to another device (Col. 4, lines 54-67; col. 5, lines 1 -28). 
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Regarding claim 9, Ogawa discloses a digital camera comprising: a picture- 
taking mechanism (Fig. 1: 10a) to take pictures by generating image files (Col. 3, lines 
40-53) corresponding to the pictures; and, a contact sheet generation mechanism (Fig. 
1 : 10m) to generate one or more persistent additional image files, each additional image 
file including a plurality of reduced-in- size images, each reduced-in-size image 
corresponding to one of the image files generated by the picture-taking mechanism (Fig. 
5, col. 3, lines 8-33; col. 4, lines 54-67; col. 5, lines 1-63). 

Regarding claim 10, Ogawa inherently discloses that each image file generated 
by the picture-taking mechanism and each persistent additional image file generated by 
the contact sheet generation mechanism has a same size by teaching that the contact 
sheet generation mechanism (Fig. 1:10m) generates a sample table data having 
corresponding to the resolution obtained form the printer-type management table and 
that the sample-table generating module 10m loads the respective image data stored in 
the external storage device, and performs interpolation or thinning on the loaded data in 
accordance with the determined image size (Col. 5, lines 1-13). 

Regarding claim 11, Ogawa discloses that the contact sheet generation 
mechanism dynamically generates the one or more persistent additional image files as 
the pictures are taken by the picture-taking mechanism (Col. 7, lines 1-11). 

Regarding claim 12, Ogawa discloses that the contact sheet generation 
mechanism generates the one or more persistent additional image files in response to 
an event (Col. 7, lines 1-11; see also col. 4, lines 54-67). 
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Regarding claim 13, Ogawa discloses that the event comprises one of: user 
command, and uploading of the image files to another device (Col. 3, lines 40-53; col. 4, 
lines 54-67; col. 5, lines 1-28, col. 7, lines 1-11). 

Regarding claim 14, Ogawa discloses a digital camera (Figs. 1:10 and 13: 10) 
comprising: means for generating image files (Col. 3, lines 40-53) corresponding to 
pictures taken by the digital camera; and, means for generating one or more contact 
sheet files (Fig. 1: 10m), each contact sheet file including a plurality of thumbnail 
images, each thumbnail image corresponding to one of the image files (Fig. 5, col. 3, 
lines 8-33; col. 4, lines 54-67; col. 5, lines 1-63). 

Regarding claim 15, Ogawa discloses that the means for generating the one or 
more contact sheet files further is for dynamically updating the one or more contact 
sheet files as the pictures are taken by the digital camera (Col. 4, lines 54-67; col. 5, 
lines 1-28, col. 7, lines 1-11). 

Regarding claim 17, Ogawa discloses a method for performance by a digital 
camera (Figs. 1:10 and 13: 10) comprising: generating image files (Col. 3, lines 40-53) 
corresponding to pictures taken with the digital camera; and, generating one or more 
contact sheet files (Col. 4, lines 54-67; col. 5, lines 1-57), each contact sheet file 
including a plurality of thumbnail images, each thumbnail image corresponding to one of 
the image files (See fig. 5) (Fig. 5, col. 3, lines 8-33; col. 4, lines 54-67; col. 5, lines 1- 
63). 

Regarding claim 18, Ogawa discloses generating an additional image file 
corresponding to an additional picture taken with the digital camera; and, updating a 



Application/Control Number: 10/027,687 Page 6 

Art Unit: 2612 

contact sheet file of the one or more contact sheet files to include a thumbnail image 
corresponding to the additional image file (Col. 4, lines 54-67; col. 5, lines 1-28, col. 7, 
lines 1-11). 

Regarding claim 20, Ogawa discloses generating an additional image file and 
updating a current contact sheet file of the one or more contact sheet files to include a 
thumbnail image corresponding to the additional image file for each of an additional 
number of pictures taken with the digital camera (Col. 4, lines 54-67; col. 5, lines 1-28, 
col. 7, lines 1-11). 

3. Claim 21, 22, 24 and 25 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Aizawa, US 2002/0063781 A1. 

Regarding claim 21, if the body of a claim fully and intrinsically sets forth all of the 
limitations of the claimed invention, and the preamble merely states, for example, the 
purpose or intended use of the invention, rather than any distinct definition of any of the 
claimed invention's limitations, then the preamble is not considered a limitation and is of 
no significance to claim construction. The claim preamble must be read in the context 
of the entire claim. Therefore "for performance by a digital camera" was not considered 
as a limitation since is stated as an intended use in the preamble. See MPEP § 
2111.02. 

Aizawa discloses a method comprising; removing an image file corresponding to 
a picture taken with the digital camera; and, updating a contact sheet file (See fig. 2: 
202) to remove a thumbnail image corresponding to the image file from the contact 
sheet file, the contact sheet file originally including at least one thumbnail image 
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including the thumbnail image corresponding to the image file (Page 4, 1j 0063 - T| 
0069). 

Regarding claim 22, if the body of a claim fully and intrinsically sets forth all of the 
limitations of the claimed invention, and the preamble merely states, for example, the 
purpose or intended use of the invention, rather than any distinct definition of any of the 
claimed invention's limitations, then the preamble is not considered a limitation and is of 
no significance to claim construction. The claim preamble must be read in the context 
of the entire claim. Therefore "for performance by a digital camera" was not considered 
as a limitation since is stated as an intended use in the preamble. See MPEP § 
2111.02. 

Aizawa discloses a method comprising; removing an indicated image file 
selected from a plurality of image files corresponding to pictures taken with a digital 
camera (Fig. 1 : 100); and, updating one or more contact sheet files (See fig. 2: 202) 
including the contact sheet file previously updated to remove a thumbnail image 
corresponding to the indicated image file from the one or more contact sheet files (Page 
4,H0063-U0069). 

Regarding claim 24, if the body of a claim fully and intrinsically sets forth all of the 
limitations of the claimed invention, and the preamble merely states, for example, the 
purpose or intended use of the invention, rather than any distinct definition of any of the 
claimed invention's limitations, then the preamble is not considered a limitation and is of 
no significance to claim construction. The claim preamble must be read in the context 
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of the entire claim. Therefore "for execution by a digital camera" was not considered as 
a limitation since is stated as an intended use in the preamble. See MPEP § 21 1 1 .02. 

Aizawa discloses a computer-readable medium having instructions stored 
comprising: a first set of instructions for generating first image files corresponding to 
pictures taken with a digital camera (Fig. 1: 100); a second set of instructions for 
generating one or more second image files, each second image file including a plurality 
of reduced-in-size images (See fig. 2: 202), each reduced-in-size image corresponding 
to one of the first image files (Page 4, U 0063 - H 0069). 

Regarding claim 25, Aizawa discloses a third set of instructions for uploading the 
first image files and the one or more second image files to another device (Page 4, U 
0068). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 3 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ogawa, US Patent 6,603,506 in view of Aizawa, US 2002/0063781 A1. 

Regarding claim 3, Ogawa does not explicitly disclose that the contact sheet 
generation mechanism further dynamically generates the one or more contact sheet 
files as the image files are selectively removed by a user of the digital camera. 
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However, Aizawa teaches a digital information system wherein a digital camera 
(Fig. 1 : 1 00) connected to a PC (Fig. 1 : 1 01 ) via USB, wherein the PC displays the 
image data collected by the digital camera as an image table using thumbnails (See fig. 
2: 202), and in the event where the user remove image data from the digital camera, the 
camera sends an update signal to the PC indicating that a change has been made in 
the image data in the digital camera (Page 4, U 0063 - U 0069). 

Therefore, taking the combined teaching of Ogawa in view of Aizawa as a whole, 
it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the digital camera in Ogawa by updating the image data in the 
contact sheet when the user removes image data form the digital camera. The 
motivation to do so would help the digital camera to create contact sheet with the actual 
or updated information in the digital camera after any change (i.e. deletion of image 
data) made by the user as suggested by Aizawa (Page 4, 0063). 

Regarding claim 16, the combination of Ogawa in view of Aizawa teaches the 
means for generating the one or more contact sheet files further is for dynamically 
updating the one or more contact sheet files as at least some of the image files are 
deleted from the digital camera as in claim 3. Therefore, grounds for rejecting claim 3 
apply here. 

Allowable Subject Matter 

6. Claims 19 and 23 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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